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Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including tlie fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 

forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 04 June 
2009 has been entered. 

DETAILED ACTION 

This Office Action is in response to the amendment filed 4 June 2009. Claims 1- 
12, 17-20, and 25-28 have been cancelled. Claims 13-16, 21-24, and 29-38 are 
pending. Claims 13-16 and 21-24 are drawn to a nonelected subject matter and hence 
are withdrawn from further consideration pursuant to 37 CFR 1 .142(b). 

Claims 29-38 are currently examined. 

Specification 

The abstract of the disclosure is objected to because there is a discrepancy in 
SEQ ID NO: designation on page 3 in paragraph [0005], in line 10-11, "PSAP (SEQ ID 
N0:3)" should be PSAP (SEQ ID NO:4) and "YXXL (SEQ ID NO:4)" should be YXXL 
(SEQ ID N0:3). 

Correction is required. See MPEP § 608.01(b). 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The rejection of claims 29-33 under 35 U.S.C. §1 02(b) as being anticipated by 
Gonzalez et al. (1999, hereinafter "Gonzalez") is maintained for reasons of record. 

The instant claims are directed to a DNA molecule comprising a nucleic acid 
encoding a viral protein comprising one deletion of the contiguous amino acids 
consisting of the sequence selected from the group consisting of PTAP (SEQ ID N0:1 ), 
PPXiY (SEQ ID N0:2), YX2X3L (SEQ ID N0:3), and a combination thereof. 

Gonzalez teaches a plasmid comprising a nucleic acid comprising a mutation of 
the SIV Gag coding gene, which is a deletion of the C-terminus contiguous amino acids 
VETGTADKHPATSRPTAP, comprising a deletion of the budding mediating motif 
consisting of PTAP, according to Figure 1 . The deletion mutant nucleic acid is 
introduced into a vector also comprising the coding sequence for the SIV protease. See 
page 6385, left column and Figure 1 . Thus, the instant invention is anticipated by 
Gonzalez et al. 



Response to Arguments 



Application/Control Number: 10/814,689 Page 4 

Art Unit: 1648 

Applicant's arguments filed 04 June 2009 have been fully considered but they are 
not persuasive. Applicant argues that Gonzalez fails to disclose the deletion of a 
contiguous deletion consisting of any of the above three amino acid sequences or a 
combination thereof. 

Applicant's principal argument here that the claims contain the closed-ended 
transition term "consists," and that the term narrows the entire claim, Is unpersuaslve. 
Examiner respectfully disagrees with Applicant's interpretation of the claim limitations. 
The closed limitation "consists of" is preceded by open limitation "comprising" in the 
claim limitation. The reasonable Interpretation of the claims containing both of the 
terms "comprising" and "consists" Is that the term "consists" limits the "said portion" 
language to the subsequently recited peptides, but the earlier term "comprising" means 
that the claim can include that portion plus other peptides. Read in context, the claims 
thus do not preclude a protein sequence having additional mutations. Therefore, the 
instant claims permit additional mutations on either side of the recited "contiguous 
deletion consists of an amino acid sequence selected from the group consisting of PTAP 
(SEQ ID N0:1), PPXiY (SEQ ID NO:2), YX2X3L (SEQ ID N0:3), and a combination 
thereof." See MPEP 2111.03. When the phrase "consists of" appears in a clause of the 
body of a claim, rather than immediately following the preamble, it limits only the 
element set forth in that clause; other elements are not excluded from the claim as a 
whole. Mannesmann Demag Corp. v. Engineered Metal Products Co., 793 F.2d 1279, 
230 USPQ 45 (Fed. Cir. 1986). >See also In re Crish, 393 F.3d 1253, 73 USPQ2d 1364 
(Fed. Cir. 2004) (The claims at issue "related to purified DNA molecules having 
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promoter activity for the human involucrin gene (hINV)." Id., 73 USPQ2d at 1365. In 
determining the scope of applicant's claims directed to "a purified oligonucleotide 
comprising at least a portion of the nucleotide sequence of SEQ ID N0:1 wherein said 
portion consists of the nucleotide sequence from ... to 2473 of SEQ ID N0:1, and 
wherein said portion of the nucleotide sequence of SEQ ID N0:1 has promoter activity," 
the court stated that the use of "consists" in the body of the claims did not limit the 
open-ended "comprising" language in the claims (emphases added). Id. At 1257, 73 
USPQ2d at 1367. The court held that the claimed promoter sequence designated as 
SEQ ID N0:1 was obtained by sequencing the same prior art plasmid and was therefore 
anticipated by the prior art plasmid which necessarily possessed the same DNA 
sequence as the claimed oligonucleotides. Id. at 1256 and 1259, 73 USPQ2d at 1366 
and 1369. The court affirmed the Board's interpretation that the transition phrase 
"consists" did not limit the claims to only the recited numbered nucleotide sequences of 
SEQ ID N0:1 and that "the transition language comprising" allowed the claims to cover 
the entire involucrin gene plus other portions of the plasmid, as long as the gene 
contained the specific portions of SEQ ID N0:1 recited by the claim[s]" Id. at 1256, 73 
USPQ2d at 1366.< 

The rejection of claims 29-33 under 35 U.S.C. §1 02(b) as being anticipated by 
Puffer et al. is maintained for the same reasons as set forth above. 
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The rejection of claims 34-38 under 35 U.S.C. §1 02(b) as being anticipated by 
Puffer et al. is withdrawn in view of the claim amendment. 

Response to Arguments 

Applicant's arguments with respect to claim 34-38 have been considered but are 
moot in view of the new ground of rejection. 

NEW REJECTION 

Claims 29-38 are rejected under 35 U.S.C. §1 02(b) as being anticipated by 
Licata et al. (February 2003). 

The instant claims are directed to a DNA molecule comprising a nucleic acid 
encoding a viral protein comprising a deletion mutation of the budding mediating motif 
that comprises or consists of an amino acid sequence selected from the group 
consisting of PPXiY (SEQ ID N0:2), YX2X3L (SEQ ID N0:3), and a combination thereof; 

wherein Xi is not P; 

wherein when X2 is P, X3 is not D; and 

wherein when X3 is D, X2 is not P; 

a vector comprising the DNA molecule; and a composition comprising either the 
DNA molecule or the vector. 



Application/Control Number: 10/814,689 Page 7 

Art Unit: 1648 

Licata etal. teaches Ebola virus VP40 protein expression plasmids comprising a 
deletion of the viral budding motif PTAP or PTAPPEY, which is an overlap of the PTAP 
motif and the PPXiY motif in the instant claims. See Figure 1. Thus, the instant 
invention is anticipated by Licata etal. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louise Humphrey whose telephone number is 571-272- 
5543. The examiner can normally be reached on Mon-Fri, 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Helms, can be reached on 571-272-0832. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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